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Stricken language would be deleted from present law. Underlined language would be added to present law.

State of Arkansas As Engrossed: S2/27/97
81st General Assembly A BI”
Regular Session, 1997 SENATE BILL 441

By: Senator Harriman

For An Act To Be Entitled
"AN ACT TO PROVI DE FOR THE REG STRATI ON AND PROTECTI ON OF
TRADEMARKS; AND FOR OTHER PURPOSES. "

Subtitle

"TO PROVI DE FOR THE REG STRATI ON AND

PROTECTI ON OF TRADEMARKS"

BE | T ENACTED BY THE GENERAL ASSEMBLY OF THE STATE OF ARKANSAS

SECTI ON 1. Definitions. As used in this act:

(1) "Trademark" nmeans any word, nane, synbol, or device or any

conbi nati on thereof used by a person to identify and distinguish the goods of

such person, including a unique product, fromthose manufactured or sold by

others, and to indicate the source of the goods, even if that source is

unknown.

(2) "Service mark" means any word, nane, synbol, or device or any

conbi nati on thereof used by a person, to identify and distinguish the services

of one person, including a unique service, fromthe services of others, and to

i ndi cate the source of the services, even if that source is unknown. Titles,

character names used by a person, and other distinctive features of radio or

tel evision programs may be registered as service marks notw t hstandi ng t hat

they, or the programs, may advertise the goods of the sponsor

(3) "Mark" includes any trademark or service mark, entitled to

regi stration under this act whether regi stered or not.

(4) "Trade nanme" means any nane used by a person to identify a business

or vocation of such person.

(5) "Person" and any other word or termused to designate the applicant

or other party entitled to a benefit or privilege or rendered |iable under the
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provisions of this act includes a juristic person as well as a natural person

The term "juristic person” includes a firm partnership, corporation, union,

associ ation, or other organi zati on capable of suing and being sued in a court

of | aw.

(6) "Applicant" neans the person filing an application for registration

of a mark under this act, and the | egal representatives, successors, or

assi gns of such person.

(7) "Registrant" means the person to whomthe registration of a mark

under this act is issued, and the | egal representatives, successors, or

assi gns of such person.

(8) "Use" neans the bona fide use of a mark in the ordinary course of

trade, and not made nerely to reserve a right in a mark. For the purposes of

this act, a mark shall be deened to be in use (A) on goods when it is placed

in any manner on the goods or other containers or the displays associated

therewith or on the tags or labels affixed thereto, or if the nature of the

goods makes such pl acenent inpracticable, then on docunments associated with

the goods or their sale, and the goods are sold or transported in conmerce in

this state, and (B) on services when it is used or displayed in the sale or

advertising of services and the services are rendered in this state.

(9) A mark shall be deenmed to be "abandoned" when either of the

foll owi ng occurs:

(A) Wen its use has been discontinued with intent not to resune

such use. Intent not to resume may be inferred fromcircunmstances. Nonuse

for two consecutive years shall constitute prim facie evidence of

abandonnent .

(B) When any course of conduct of the owner, including acts of

oni ssion as well as conm ssion, causes the nmark to lose its significance as a

mar k.

(10) "Secretary" means the Secretary of State or the designee of the

Secretary of State charged with the adnministration of this act.

(11) "Dilution" neans the | essening of the capacity of a fanmpus nmark to

i dentify and distingui sh goods or services, regardless of the presence or

absence of (A) conpetition between the owner of the fanmpus mark and ot her

parties, or (B) likelihood of confusion, mstake, or deception

SECTION 2. Registrability.
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A mark by which the goods or services of any applicant for registration

may be distinguished fromthe goods or services of others shall not be

registered if it:

(1) consists of or conprises imoral, deceptive or scandal ous matter

(2) consists of or conprises matter which may di sparage or falsely

suggest a connection with persons, living or dead, institutions, beliefs, or

nati onal synbols, or bring theminto contenpt, or disrepute; or

(3) consists of or conprises the flag or coat of arnms or other insignia

of the United States, or of any state or nmunicipality, or of any foreign

nati on, or any sinulation hereof; or

(4) consists of or conprises the nane, signature or portrait

identifying a particular living individual, except by the individual's witten

consent; or

(5) consists of a mark which, (A) when used on or in connection with

the goods or services of the applicant, is nmerely descriptive or deceptively

m sdescriptive of them or (B) when used on or in connection with the goods or

services of the applicant is primarily geographically descriptive or

deceptively m sdescriptive of them or (C) is primarily nerely a surnaneg,

provi ded, however, that nothing in this subdivision shall prevent the

regi stration of a mark used by the applicant which has becone distinctive of

the applicant's goods or services. The Secretary may accept as evi dence that

the mark has beconme distinctive, as used on or in connection with the

applicant's goods or services, proof of continuous use thereof as a mark hy

the applicant in this state for the five years before the date on which the

claimof distinctiveness is made; or

(6) consists of or conprises a mark which so resenbles a mark

registered in this state or a mark or trade nanme previously used by another

and not abandoned, as to be likely, when used on or in connection with the

goods or services of the applicant, to cause confusion or mstake or to

decei ve.

SECTION 3. Application for registration

Subject to the linmtations set forth in this act, any person who uses a

mark may file in the office of the Secretary, in a manner conplying with the

requi renents of the Secretary, an application for registration of that mark
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setting forth, but not limted to, the follow ng informtion

(1) the nane and busi ness address of the person applying for such

registration; and, if a corporation, the state of incorporation, or if a

partnership, the state in which the partnership is organi zed and the nanes of

the general partners, as specified by the Secretary,

(2) the goods or services on or in connection with which the mark is

used and the npde or manner in which the mark is used on or in connection with

such goods or services and the class in which such goods or services fall

(3) the date when the mark was first used anywhere and the date when it

was first used in this state by the applicant or predecessor in interest, and

(4) a statenent that the applicant is the owner of the mark, that the

mark is in use, and that, to the knowl edge of the person verifying the

application, no other person has registered, either federally or in this

state, or has the right to use such mark either in the identical formthereof

or in such near resenblance thereto as to be |likely, when applied to the goods

or services of such other person, to cause confusion, or to cause nistake, or

to deceive

The Secretary nay also require a statement as to whether an application

to register the mark, or portions or a conposite thereof, has been filed by

the applicant or a predecessor in interest in the United States Patent and

Trademark office; and, if so, the applicant shall provide full particulars

with respect thereto including the filing date and serial nunmber of each

application, the status thereof and, if any application was finally refused

regi stration or has otherwi se not resulted in registration, the reasons

t her ef or.

The Secretary nay also require that a drawing of the mark, conplying

with such requirenents as the Secretary may specify, acconpany the

application.

The application shall be signed and verified (by oath, affirnmation or

decl aration subject to perjury laws) by the applicant or by a nenber of the

firmor an officer of the corporation or association applying.

The application shall be acconpani ed by three speci nens showi ng the mark

as actually used.

The application shall be acconpanied by the application fee payable to

the Secretary of State.
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SECTION 4. Filing of applications.

(a) Upon the filing of an application for registrati on and paynent of

the application fee, the Secretary nay cause the application to be exani ned

for conformity with this act.

(b) The applicant shall provide any additional pertinent information

requested by the Secretary including a description of a design nark and may

make, or authorize the Secretary to nake, such amendnents to the application

as nay be reasonably requested by the Secretary or deened by applicant to be

advi sabl e to respond to any rejection or objection.

(c) The Secretary nmay require the applicant to disclaiman

unr egi st erabl e conponent of a mark otherw se regi sterable, and an applicant

may voluntarily disclaima conmponent of a mark sought to be registered. No

di sclai mer shall prejudice or affect the applicant's or registrant's rights

then existing or thereafter arising in the disclained matter, or the

applicant's or registrant's rights of registration on another application if

the disclaimed matter is or shall have beconme distinctive of the applicant's

or registrant's goods or services.

(d) Anmendnents may be nmade by the Secretary upon the application

subnitted by the applicant upon applicant's agreenent; or a fresh application

may be required to be subnmitted.

(e) If the applicant is found not to be entitled to registration, the

Secretary shall advise the applicant thereof and of the reasons therefor. The

applicant shall have a reasonable period of tinme specified by the Secretary in

which to reply or to anmend the application, in which event the application

shall then be reexami ned. This procedure may be repeated until (1) the

Secretary finally refuses registration of the mark or (2) the applicant fails

to reply or amend within the specified period, whereupon the application shal

be deenmed to have been abandoned.

(f) If the Secretary finally refuses registration of the mark, the

applicant may seek a wit of mandanus to conpel such registration. Such wit

may be granted, but without costs to the Secretary, on proof that all the

statenents in the application are true and that the mark is otherwise entitled

to registration.

(g) In the instance of applications concurrently being processed by the

Secretary seeking registration of the same or confusingly simlar narks for

the sane or related goods or services, the Secretary shall grant priority to
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the applications in order of filing. |f a prior-filed application is granted

a registration, the other application or applications shall then be rejected.

Any rejected applicant may bring an action for cancellation of the

regi stration upon grounds of prior or superior rights to the nark, in

accordance with the provisions of Section 9 of this act.

SECTION 5. Certificate of registration

Upon conpliance by the applicant with the requirenents of this act, the

Secretary shall cause a certificate of registration to be i ssued and delivered

to the applicant. The certificate of registration shall be issued under the

signhature of the Secretary and the seal of the state, and it shall show the

nanme and busi ness address and, if a corporation, the state of incorporation,

or if a partnership, the state in which the partnership is organi zed and the

nanmes of the general partners, as specified by the Secretary, of the person

clai mng ownership of the nmark, the date clained for the first use of the mark

anywhere and the date clained for the first use of the mark in this state, the

cl ass of goods or services and a description of the goods or services on or in

connection with which the mark is used, a reproduction of the mark, the

regi stration date and the termof the registration

Any certificate of registration issued by the Secretary under the

provi si ons hereof or a copy thereof duly certified by the Secretary shall be

adm ssible in evidence as conpetent and sufficient proof of the registration

of such mark in any actions or judicial proceedings in any court of this

st at e.

SECTI ON 6. Durati on and renewal .

A registration of mark hereunder shall be effective for a termof five

years fromthe date of registration and, upon application filed within six

months prior to the expiration of such term in a manner conplying with the

requi renents of the Secretary, the registration may be renewed for a like term

fromthe end of the expiring term A renewal fee, payable to the Secretary,

shall acconpany the application for renewal of the registration.

A registration may be renewed for successive periods of five years in

l'i ke manner.

Any registration in force on the date on which this act shall becone

effective shall continue in full force and effect for the unexpired term
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thereof and nay be renewed by filing an application for renewal with the

Secretary conplying with the requirements of the Secretary and paying the

af orenenti oned renewal fee therefor within six nonths prior to the expiration

of the registration.

Al'l applications for renewal under this act, whether of registrations

made under this act or of registrations effected under any prior act, shal

include a verified statenent that the mark has been and is still in use and

i ncl ude a speci nen showi ng actual use of the mark on or in connection with the

goods or services.

SECTION 7. Assignnents, changes of name and other instrunments.

(a) Any mark and its registration hereunder shall be assignable with

the good will of the business in which the mark is used, or with that part of

the good will of the business connected with the use of and synbolized by the

mar k. Assignnent shall be by instrunents in witing duly executed and shal

be recorded with the Secretary upon the payment of the recording fee payabl e

to the Secretary who, upon recording of the assignnent, shall issue in the

nanme of the assignee a new certificate for the remainder of the termof the

regi stration or of the last renewal thereof. An assignnent of any

regi stration under this act shall be void as agai nst any subsequent purchaser

for valuable consideration wi thout notice, unless it is recorded with the

Secretary within three nonths after the date thereof or prior to such

subsequent purchase.

(b) Any registrant or applicant effecting a change of the nane of the

person to whomthe mark was i ssued or for whom an application was filed may

record a certificate of change of nane of the registrant or applicant with the

Secretary upon the paynent of the recording fee. The Secretary nmay issue in

the nane of the assignee a certificate of registration of an assigned

application. The Secretary nay issue in the nane of the assighee a new

certificate or registration for the remai nder of the termof the registration

or last renewal thereof.

(c) Oher instrunents which relate to a mark regi stered or application

pendi ng pursuant to this act, such as, by way of exanple, licenses, security

interests or nortgages, may be recorded in the discretion of the Secretary

provi ded that such instrument is in witing and duly executed.

(d) Acknow edgenent shall be prinma facie evidence of the execution of
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an assignnent or other instrument and, when recorded by the Secretary, the

record shall be prima facie evidence of execution

(e) A photocopy of any instrunent referred to in Sections A, B, or C

above, shall be accepted for recording if it is certified by any of the

parties thereto, or their successors, to be a true and correct copy of the

ori gi nal

SECTI ON 8. Recor ds.

The Secretary shall keep for public exanm nation a record of all marks

regi stered or renewed under this act, as well as a record of all docunents

recorded pursuant to Section 7.

SECTION 9. Cancell ati on.

The Secretary shall cancel fromthe register, in whole or in part:

(1) any registration concerning which the Secretary shall receive a

vol untary request for cancellation thereof fromthe regi strant or the assighee

of record;

(2) all registrations granted under this act and not renewed in

accordance with the provisions hereof;

(3) any registration concerning which a court of conpetent jurisdiction
shall find:

(A) that the registered mark has been abandoned,

(B) that the registrant is not the owner of the mark,

(C) that the registration was granted inproperly,

(D) that the registration was obtai ned fraudul ently,

(E) that the mark is or has becone the generic nanme for the goods

or services, or a portion thereof, for which it has been registered,

(F) that the registered mark is so sinilar, as to be likely to

cause confusion or mistake or to deceive, to a mark regi stered by anot her

person in the United States Patent and Trademark Office prior to the date of

the filing of the application for registration by the regi strant hereunder

and not abandoned; provided, however, that, should the registrant prove that

the registrant is the owner of a concurrent registration of a mark in the

United States Patent and Trademark O fice covering an area including this

state, the registration hereunder shall not be cancelled for such area of the

state, or
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(4) when a court of conpetent jurisdiction shall order cancellation of

a registration on any ground.

SECTI ON 10. Classification.

The Secretary shall by regul ation establish a classification of goods

and services for convenience of admi nistration of this act, but not to limt

or extend the applicant's or registrants rights, and a single application for

regi stration of a mark may i nclude any or all goods upon which, or services

with which, the mark is actually being used indicating the appropriate cl ass

or classes of goods or services. Wen a single application includes goods or

services which fall within multiple classes, the Secretary may require paynent

of a fee for each class. To the extent practical, the classification of goods

and services should conformto the classification adopted by the United States

Pat ent and Trademark O fi ce.

SECTION 11. Fraudul ent registration.

Any person who shall for hinself or herself, or on behal f of any other

person, procure the filing or registration of any mark in the office of the

Secretary under the provisions hereof, by knowi ngly making any fal se or

fraudul ent representation or declaration, orally or in witing, or by any

ot her fraudul ent nmeans, shall be liable to pay all danmages sustained in

consequence of such filing or registration, to be recovered by or on behal f of

the party injured thereby in any court of conpetent jurisdiction.

SECTI ON 12. Infringenent.

Subj ect to the provisions of Section 16 hereof, any person who shall:

(1) use, without the consent of the registrant, any reproduction

counterfeit, copy, or colorable initation of a mark regi stered under this act

in connection with the sale, distribution, offering for sale, or advertising

of any goods or services on or in connection with which such use is likely to

cause confusion or mistake or to deceive as to the source of origin of such

goods or services; or

(2) reproduce, counterfeit, copy or colorably inmtate any such mark and

apply such reproduction, counterfeit, copy or colorable intation to |abels,

signs, prints, packages, wappers, receptacles, or advertisenents intended to

be used upon or in connection with the sale or other distribution in this

0217970828.jjd212



© 00 N O 0o b~ W N B

W W W W WWWNNDNDNNDNDNNNNDNR R R B B B B B R e
o OO M W N P O © ® N O 0 M W N P O © ® N O O M W N B O

As Engrossed: S2/27/97 SB 441

state of such goods or services;

shall be liable in a civil action by the registrant for any and all of the

remedi es provided in Section 14 hereof, except that under this subdivision the

regi strant shall not be entitled to recover profits or damages unless the acts

have been committed with the intent to cause confusion or mistake or to

decei ve.

SECTION 13. Injury to business reputation; dilution

(a) The owner of a mark which is fanpbus in this state shall be

entitled, subject to the principles of equity and upon such terns as the court

deens reasonable, to an injunction agai nst another person's comercial use of

a mark or trade nane, if such use begins after the nark has becone fanous and

causes dilution of the distinctive quality of the mark, and to obtain such

other relief as is provided in this section. |In determning whether a mark is

distinctive and fanpus, a court may consider factors such as, but not linmted

to:

(1) the degree of inherent or acquired distinctiveness of the

mark in this state;

(2) the duration and extent of use of the mark in connection with

the goods and services with which the mark i s used;

(3) the duration and extent of advertising and publicity of the

mark in this state;

(4) the geographical extent of the trading area in which the mark

is used;

(5) the channels of trade for the goods or services with which

the mark is used;

(6) the degree of recognition of the mark in the tradi ng areas

and channels of trade in this state used by the mark' s owner and the person

agai nst whom the injunction is sought;

(7) the nature and extent of use of the same or simlar mark by

third parties; and

(8) whether the mark is the subject of a state registration in

this state, or a federal registration under the act of March 3, 1881, or under

the act of February 20, 1905, or on the principal register

(b) In an action brought under this section, the owner of a fanpus mark

shall be entitled only to injunctive relief in this state, unless the person
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agai nst whomthe injunctive relief is sought willfully intended to trade on

the owner's reputation or to cause dilution of the fambus mark. |f such

willful intent is proven, the owner shall also be entitled to the renedi es set

forth in this chapter, subject to the discretion of the court and the

princi ples of equity.

(c) The followi ng shall not be actionable under this section

(A) Fair use of a fanbus mark by another person in conparative

commer ci al advertising or promotion to identify the conpeting goods or

servi ces of the owner of the fanpus nark.

(B) Noncommercial use of the mark.

(C Al forms of news reporting and news commentary.

SECTI ON 14. Renedi es.

Any owner of a mark registered under this act may proceed by suit to

enjoin the manufacture, use, display or sale of any counterfeits or imtations

thereof and any court of conpetent jurisdiction may grant injunctions to

restrain such manufacture, use, display or sale as may be by the said court

deened just and reasonable, and may require the defendants to pay to such

owner all profits derived fromand/or all damages suffered by reason of such

wrongful manufacture, use, display or sale; and such court may al so order that

any such counterfeits or initations in the possession or under the control of

any defendant in such case be delivered to an officer of the court, or to the

conplainant, to be destroyed. The court, in its discretion, nmay enter

judgnment for an anpunt not to exceed three tines such profits and danages

and/ or reasonabl e attorneys' fees of the prevailing party in such cases where

the court finds the other party commtted such wongful acts with know edge or

in bad faith or otherwi se as according to the circunstances of the case.

The enuneration of any right or remedy herein shall not affect a

registrant's right to prosecute under any penal |aw of this state.

SECTI ON 15. Forum for actions regarding registration; service on out of

state regi strants.

(a) Actions to require cancellation of a mark regi stered pursuant to

this act or in mandanus to conpel registration of a mark pursuant to this act

shall be brought in the Circuit or Chancery Court. |In an action in nandanus,

the proceedi ng shall be based solely upon the record before the Secretary. In
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an action for cancellation, the Secretary shall not be nade a party to the

proceedi ng but shall be notified of the filing of the conplaint by the clerk

of the court in which it is filed and shall be given the right to intervene in

t he action.

(b) In any action brought against a non-resident registrant, service

may be effected upon the Secretary as agent for service of the registrant in

accordance with the procedures established for service upon non-resident

corporations and business entities under ¢ 16-58-126 and 8 16-58-127 of the
Arkansas Code.

SECTION 16. Common | aw rights.

Not hi ng herein shall adversely affect the rights or the enforcenent of

rights in marks acquired in good faith at any tinme at comon | aw.

SECTION 17. Fees.

The Secretary shall by regul ation prescribe the fees payable for the

vari ous applications and recording fees and for related services. Unless

specified by the Secretary, the fees payable herein are not refundable.

SECTION 18. All provisions of this act of a general and pernmnent
nature are anmendatory to the Arkansas Code of 1987 Annotated and the Arkansas

Code Revi sion Conmission shall incorporate the sane in the Code.

SECTION 19. If any provision of this act or the application thereof to
any person or circunstance is held invalid, such invalidity shall not affect
ot her provisions or applications of the act which can be given effect w thout
the invalid provision or application, and to this end the provisions of this

act are declared to be severable.

SECTI ON 20. Repeal of prior acts; intent of act.

(a) This act shall not affect any suit, proceedi ng or appeal pending

prior to the effective date of this act. All acts relating to narks and parts

of any other acts inconsistent herewith are hereby repealed on the effective

date of this act, provided that as to any application, suit, proceeding or

appeal, and for that purpose only, pending at the time this act takes effect

such repeal shall be deened not to be effective until final determ nation of
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sai d pendi ng application, suit, proceeding or appeal

(b) The intent of this act is to provide a system of state tradenmark

regi stration and protection substantially consistent with the federal system

of trademark registration and protection under the Trademark Act of 1946, as

anended. To that end, the construction given the federal act should be

exanm ned as persuasive authority for interpreting and construing this act.

/'s/ Harri man
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